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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 30 April 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 6-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1 and 6-20 is/are rejected. 

7) ^ Claim(s) 21 and 22 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

This Office action is in response to the response filed April 30, 2008. 

1 . The provisional rejection on the ground of nonstatutory obviousness-type double 
patenting over copending application 10/865,040 is withdrawn in view of the proper terminal 
disclaimer received April 30, 2008. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



3. Claims 1, and 6-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
UETANI et al (6,627,381 Bl) in view of NAKANISHI et al (2002/0164540) 
The claimed invention is drawn to the following: 
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\ tl'tf s <iis|\ ptv u.nd \. positive resist corppositioi nip sir> 
drc-u v npoaeai < \u a ani ^ u w J ul >iutio» } i 

a kab >!»! ncrea 3 tion of acid 

* d geo< rftnf u B u id on exp surf wh rem 

the resin component (A) is s copolymer comprising a Srst structural unit (al ) derived 
fiom a hydroxys tyierie and a second structural unit (a2) derived from a ;meth)aeryiate ester 
oontaiaitxg art alcoholic hydroxyl group, in which 10 mol% or more and 25 moI% or less of a 
combined total of hydroxy! groups within the structural units {'al } and alcoholic hydroxy! groups 
within the structural units (a2) arc protected with the acid dissociable dissolution inhibiting 
groups, 

a weight ivci ge moleculai >< i >' h . pol mer prior to protection witl the acid 
eiabk d fiii' c 500 or m id 8 i 

a molar ratio between the first structural units (at) and the sec-end structural units (a2) 
within the resin component (A) prior to protection, with the acid dissociable dissolution inhibiting 
finups i . m 80:2 0 iifi, 

the second structural unit (s2) is derived from a tmeddacrybtc ester containing an 
adamantyl group with an alcoholic hydroxy! group, and 

the acid dissociable dissolution inhibiting group is a 1 -lower ali'OXy alky 1 group. 

UETANI et al discloses a positive resist composition wherein the resin component is 
disclosed in Synthesis Example 2, in column 10, lines 23-39, to be a copolymer of 1- 
ethoxyethylated hydroxystyrene/3-hydroxy- 1 -adamantyl methacrylate. Here the resin is 
disclose to have a content of 15% of the 1-ethoxyethylate groups to the benzene rings, which 
implies 15% of the hydroxyl groups on the benzene rings are substituted, thus meeting the 
claimed limitations of the recited copolymer. The reference further discloses the acid generating 
agent, and amine compound as seen in the Abstract. 

The reference to UETANI et al lacks the claimed third monomer unit in a working 
example, however clearly teaches the use of the third monomer unit in column 5, lines 45-47 . 
The suitable monomers include styrene, acrylonitrile, methyl methacrylate and methyl acrylate. 
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The reference further lacks the disclosure for the claimed weight average molecular 
weight of 2,000 or more and 8,500 or less. Finally the reference lacks the recited polydispersity 
as recited in claim 7 of 2.0 or less. The Synthesis example 1 discloses the resin to have a 
polydispersity of 2. 1 9. 

NAKANISHI et al (2002/0164540) discloses a resin comprising a hydroxystyrene/ethyl- 
adamantyl methacrylate wherein the resin has a Mw of 8200 see Synthesis Example (2b) page 5 
paragraph [0093] wherein the degree of dispersion is 1.68. The reference lacks a methacrylate 
ester having the claimed alcoholic hydroxyl group. 

It would have been prima facie obvious to one of ordinary skill in the art of positive 
photoresist compositions to use copolymer having a weight average molecular weight between 
5,000 - 8,500 in view of NAKANISHI et al and having a polydispersity of 1-3 based on the 
disclose degree of dispersion in NAKANISHI et al and reasonably expect same or similar results 
as recited in UETANI et al for a photoresist composition which is excellent in sensitivity, 
resolution and dry etch resistance. 

Comparative examples using the Examples in UETANI et al, namely, Synthesis Example 
1 would be helpful as to overcoming any prima facie case of obviousness. 
4. Claims 21 and 22 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The claims recite the Mw of the resin to be 4, 000 to 8,000 which is outside the disclosed 
ranges of the prior art references of record. 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Chu whose telephone number is (571) 272-1329. The 
examiner can normally be reached on Monday - Friday from 9:30 am to 6:00 pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Cynthia Kelly, can be reached on (571) 272-1526 

The fax phone number for the USPTO is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PMR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Tohn S. Chu/ 

Primary Examiner, Art Unit 1795 

J.Chu 

August 2, 2008 



